
San Francisco Law Library .

TSinxUh States Oltrrmt Qlnurt txf Apprala

FOR THE NINTH CIRCUIT.

Paul E. Denh^-lle,

Plaintiff-Appellant,

vs.

MacGeuer & Simpson (a copart- » . , ,,, ^„^^
, . V , ^ CI > Appeal No. 4269.

nersnip) and George Smith /
^^

MacGruer and Robert Morton
Simpson, individualh^, and some-

times doing business as Mac-

Gruer & Co.,

Defendant-Appellees.

SUPPLEMENTAL BRIEF ON BEHALF OF
DEFENDANT-APPELLEES.

T. Hart Anderson,
Attorney for Defendant-Appellees.

MuNN, Anderson & Munn, of New York, N. Y.,

Of Counsel for Defendant-Appellees.

DEC 6 - 1924

CLUifK;

San Francisco Law Library*





TSinxtth BtnttB Qltrrmt OInurt nf KppmlB

FOR THE NINTH CIRCUIT.

Paul E. Dentvelle,

Plaintiff-Appellant,

vs.

MacGruer & Simpson (a copart- \ . , ^.^ .^„„
, . , , ^ d > Appeal No. 4269.

nersnip) and George Smith '

MacGruer and Robert Morton

Simpson, individually, and some-

times doing business as Mac-

Gruer & Co.,

Defendant-Appellees.

SUPPLEMENTAL BRIEF ON BEHALF OF
DEFENDANT-APPELLEES.

May It Please The Court

:

Counsel for defendant-appellees, while deeply ap-

preciating the courtesy of the court in granting per-

mission to file this supplemental brief, yet deeply re-

grets the necessity thereof. No further brief would be

filed but for the fact that there seems to have been an

attempt on the part of the plaintiff-appellant not only to

confuse this Honorable Court concerning the real issues,

but to create a prejudice against counsel for the defend-

ant-appellees and his clients.



The issues here are simple and may be stated to be:

Fiest: Whether the plaintiff-appellant's patent

was invalidated by what the plaintiff-appellant

himself and others had done in and about the

production of artificial or imitation travertine in

accordance with the patent, more than two years
before the application for that patent was filed

;

Second: Whether, assuming that the Denivelle

patent is a valid patent, the process and the pro-
duct operated and produced by these defendant-
appellees constitute an infringement of that

patent.

These are the important and prominent issues.

As this brief is mainly intended as an answer to the

''Reply Brief for Appellant," we will now take up and

discuss such portions thereof in the order in which they

appear therein, as may be necessary.

Under the heading, "P^orm and Contents of the

Record '

' on page 1 of appellant 's reply brief, and under

the heading beginning with the words, '

' The Number of

Unsuccessful Bidders * * *" at the bottom of page 3 of

that brief, it is intimated that we have indulged in a criti-

cism of this Honorable Court in connection with the

preparation of the record. And at page 27 of that brief

there is a reference to an "attempted imposition" on this

Honorable Court. This, is seems to us, is an attempt on

the part of counsel for plaintiff-appellant to create in the

minds of the judges constituting this Honorable Court,

a prejudice, not alone against counsel for defendant-

appellees, who comes before this court from a distant

state, but against the defendant-appellees themselves.

We again disclaim any intention or desire to criticize

the rulings of this court or its decision in the previous

Ceriat case in which this patent was involved. As we
explained at the argument, we have advised our clients

and others, that notwithstanding the decision in that



previous case, we were of the opinion that the Denivelle

patent was absolutely invalid. This was because as it

seems to us that case was presented to this court on an

absolutely insufficient and incomplete presentation of

the facts, while our opinion was based upon a full

knowledge of the facts concerning the Pennsylvania

Station job and others, as shown by the depositions of

the witnesses examined in New York and Washington,

and upon the documentary evidence consisting of the

correspondence between Denivelle and the architects

and builders of the Pennsylvania Station; the con-

tract therefor ; the Denivelle release ; and the other docu-

mentary exhibits appearing in the volume of the record

from which we read one or two letters to this Honorable

Court at the argument.

We do not believe this court for one moment will con-

sider that there was any intent on the part of counsel

for defendant-appellees to impose on this Honorable

Court or to in any way make a presentation of this

case other than as the evidence seemed to justify.

The Documentary Exhibits.

As explained by counsel for defendant-appellees in

those portions of their brief wherein counsel for plain-

tiff-appellant purports to find an intent to criticize this

Honorable Court, these documentary exhibits are very

important, and as the plaintiff-appellant was relieved of

the necessity of reproducing them in the printed record

by order of this Honorable Court, there is only one copy

of each of these exhibits which are to be found in the

supplemental volume of the record. There are two

volumes of the record in addition to this volume of

exhibits, and we trust that the court will not assume

that the entire record is to be found in these two

volumes and will not overlook this supplemental volume

;



in fact, a true perspective of the case, so far as this

question of public use and sale is concerned, and whe-

ther or not Denivelle was engaged in conducting an ex-

periment in the Pennsylvania Station job, may be ob-

tained by reading these documentary exhibits before

reading the printed record.

Plaintiff-appellant''- 'charge of criticism is based upoii

our criticism of the record. This was not intended as

a criticism of the Court's order, but a criticism of

counsel for plaintiff-appellant in neglecting to furnish

this Honorable Court with the necessary number of

volumes of reproductions of those documentary exhibits,

as is customary in cases of this character, so that each

of the members of this court might have, as a part of

the printed record, a reproduction of these documentary

exhibits.

We again point out, notmthstanding what counsel for

plaintiff-appellant has to say under the heading, ''Form

and Contents of the Record" at page 1, that none of

the documents used in connection with the motion for

preliminary injunction, which are printed in full in this

record, with the exception of the Denivelle affidavit, was

introduced as an exhibit in this cause. Counsel attempts

to show by his reference to pages 546 to 552 of the

record, by reference to a colloquy between court and

counsel, that these things were admitted to the record,

but a reference to pages 546 and 547 will show that the

Blohme affidavit was not made an exhibit, but that

Exhibit 13 (which was introduced as the exhibit) was

a booklet entitled, "Wall Surfaces of the Exposition,"

referred to in the Blohme affidavit.

No criticism of this Court was intended when we,

at page 3 of our main brief, stated that the previous

decision of this Honorable Court in the Ceriat case,

liolding the Pennsylvania Station job to be an experi-



ment, was based on the patentee's (Denivelle's) testi-

mony alone ; we were simply stating a fact, while at the

same time showing that in the present case we had

the testimony of many other disinterested witnesses

showing to the contrar5^

The Pennsylvania Station Job Not An Experiment.

Under the heading, '
' Experimental Character of Deni-

velle's Work Generally Recognized" beginning at page

4 of appellant's reply brief, counsel takes up certain

statements of the witness Webster and others, which

are therein quoted. We submit to this Honorable

Court that Webster's testimony as to his opinion of

conditions which would indicate the experimental char-

acter of that work, is of little weight when the actual

circumstances as shown by his other testimony and by

the documentary exhibits, are considered. He testified

that the work was done to his satisfaction; that it was

his duty to see that it was so done; that he performed

his duty; and that when the work was completed the

architects expressed their approval of it to Mr. Deni-

velle.

We fail to see how the testimony of McClure concerning

the damage suit brought by Bessie Winn, could show

that the Denivelle work in the Pennsylvania Station was

an experiment. That suit seems to have been an un-

successful effort on the part of Bessie Winn to prove

that the natural travertine employed in the steps, be-

cause it was a novelty should not have been employed,

and that because of its employment she slipped thereon

and injured herself. In this she did not prevail. By
what logic plaintiff-appellant can argue that the verdict

in the Bessie Winn case would have been different had

the steps been made of artificial travertine, is beyond

our comprehension.
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We fail also to see the materiality of that portion of

Almiroty's testimony, printed at page 8 of appellant's

reply brief, to show that Denivelle was carrying out an

experiment in the Pennsylvania Station job. What we
get from that portion of Almiroty's testimony is that

there were various methods known to the plastering art

by which the voids or pockets in the surface of the stone

could be produced.

At page 9 of appellant's reply brief, there is a refer-

ence to MacGruer's testimony and to certain letters

written by MacGruer to the general contractor for Ma-
chinery Hall, in which MacGruer complained that he

was being used for experimental purposes, this to show

that Denivelle was even experimenting on the Exposi-

tion Buildings. What we get from the MacGruer testi-

mony and the correspondence referred to, is that Mac-

Gruer was complaining that having taken a contract

which called for the application of "colored staff"

(a material well-known to all plasterers and builders),

which under his contract was required to be like a sam-

ple panel erected on the Administration Building or

some other place for the inspection of contractors con-

templating bidding on this work, they sprung upon him

this man Denivelle as a sort of an "overlord" who
required MacGruer and his employes to punch the sur-

face full of holes and to use certain tools provided

by him. This was a requirement not covered by Mac-

Gruer 's contract, and it delayed his work on the job.

This is what he was complaining of as "experiments."

Abandonment.

Under the heading, "Abandonment Not to be Pre-

sumed" at page 11 of appellant's reply brief, appel-

lant's counsel quotes Section 355 from page 488 of

Robinson. It is conceded that Robinson produced a



valuable textbook on the subject of patents, and while

*'Walker on Patents" is regarded by most patent law-

yers as the most enlightening work on this subject,

yet we take no exception to the law as stated in the

quotation from Robinson. It is therein stated:

i( * * * therefore his experimental use of the in-

vention, whether in public or in private, and for

how long a time continued, indicates no intention

to surrender it to the public, but on the contrary a

design to retain entire control over it for the pur-

pose of completely realizing his idea."

This reference, the learned author makes clear, re-

lates only to *^A use clearly experimental, in good

faith * * *." That is the question in this case! Can it

be found that what Denivelle did in and about the

Pennsylvania Station was *
' a use clearly experimental ? '

'

The last paragraph of the quotation from the learned

author is significant. It is as follows:

''Such dedication is inferable only from a use
in the same manner and for the same beneficial

purposes as would exist if the invention, being
finished, patented, and published to the world,

had been recognized and adopted by the public

as an operative means for the accomplishment
of certain ends."

Consider for the moment that it is conceded by coun-

sel for plaintiff-appellant that the Pennsylvania Station

contract was completed by Denivelle ''early in 1910."

The evidence clearly shows this. And then consider

the contemporaneous activities of Denivelle following

the completion of the Pennsylvania Station contract,

in taking the Ottawa Station contract in 1911; the bar-

room of the Vanderbilt Hotel in 1911 ; the Goelet house

in 1912; the 23rd Street job in 1912. Consider that
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other plastering contractors were prepared to do the

same kind of work under the same specifications, and
offered to do it; and whether this evidence is not suffi-

cient to show that if the Denivelle imitation travertine

was ever an experiment, all experiments had ceased

upon the completion of the Pennsylvania Station job;

and that Denivelle should have spoken a warning to

other contractors and taken the steps provided by law

at that time to protect his invention, if invention it be.

Cannot this evidence be said to be sufficient to show

*'a use in the same manner and for the same beneficial

purposes as would exist if the invention, being finished,

patented, and published to the world, had been recog-

nized and adopted by the public as an operative means
for the accomplishment of certain ends" from which

dedication or abandonment "is inferable?"

Incidentally, in passing, we note that counsel for

plaintiff-appellant reiterates his criticism of the work
done in the Ottawa Station as being in a foreign country

and therefore not a defense under the statute which re-

quires public use or sale in the United States. But as

explained in our main brief, the evidence concerning

'this Ottawa Station was not introduced for the pur-

pose of showing public use and sale; it was introduced

to show that Denivelle 's experiments if any, had been

concluded, and that having done the Pennsylvania Sta-

tion he looked about and took other contracts for the

same kind of work. Such evidence is material on that

point regardless of where the event took place.

As to Samples.

At page 19 of plaintiff-appellant's reply brief, occurs

a quotation from page 40 of our main brief. This quo-

tation is as follows

:

''The court will not that these samples were
made about a year preceding the preparation of



the specifications which were submitted to Deni-
velle, Miller, McNulty and other contractors who
bid on the job."

Counsel characterizes this as an unwarranted state-

ment, and points out that the specifications were pre-

pared before the samples or the calling for bids. It

should be perfectly clear to counsel for plaintiff-appel-

lant that the samples referred to in that portion of our

brief contained in the quotation, were not the large

samples which were erected by the bidders at the time

they furnished their bids, but were the samples which

the architects and builders had gathered from various

plastering contractors and various manufacturers of

artificial stone more than a year before. It is quite

true that the specimens erected by the bidders were not

made until after the specifications were prepared, but

the letters passing between the architects and builders,

which are to be found in the supplemental volume of the

record containing the documentary exhibits, will show

conclusively that the architects, after they had received

the various samples or small pieces of imitation traver-

tine—which was a year or more before the specifica-

tions were prepared—as a precautionary measure de-

cided that each of the bidders should submit and erect

a large sample made in accordance with the specifica-

tions. The significance of these prior specimens or

samples is that they convinced the architects that imi-

tation travertine could be employed, and according to

Denivelle's own testimony, he offered the architects the

benefit of his knowledge gained by the making of the

small samples which he submitted to Mr. Mead, as he

says. In other words, out contention is that the small

sample satisfied Denivelle that he had a completed thing

and that, if his testimony be true, he gave the benefit
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of his knowledge to the architects in assisting them in

preparing the specifications.

Counsel for plaintiff-appellant points out at page 20 of

their reply brief, that the specifications do not disclose

the ''method'' by which the imitation travertine should

be made or was to be made. Our answer is that it was
not necessary. The various samples submitted—not the

specimens erected in the Pennsylvania Station by the

bidders—had convinced the architects that a satisfactory

imitation had been produced by various plastering con-

tractors.

The letter written by Denivelle in July, 1908, shows

that he had produced a satisfactory imitation of traver-

tine which he was willing to guarantee. We deem it

unnecessary to quote further from that letter. It is the

first letter appearing in the volume of documentary ex-

hibits. Not only was Denivelle convinced at the time

he wrote that letter, that he had a new process of which

he could produce an imitation travertine which he

could guarantee, but he convinced the architects that

this was so, and they called upon him to assist them in

preparing the specifications.

At page 21 of plaintiff-appellant's reply brief, refer-

ence is made to certain provisions of the Denivelle-

Penns^dvania Station contract. Just how these quota-

tions can be of any use to show that what Denivelle

proposed to do was regarded as an experiment, we fail

to see. They are quite usual provisions of a contract

of this kind. They are there in order that the contrac-

tor should not install or the owner pay for ''unsound

or improper" work, or work ''in any way failing to

conform to the drawings and specifications."

At page 21 of appellant's reply brief, there is also a

reference to what is stated to be a misleading inference

attempted to be drawn by defendant-appellees from the
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work around the map spaces in the Pennsylvania Sta-

tion. We shall pass that over with a simple denial

of any intent to mislead, for tlie reason that it is an

immaterial issue, as it clearly appears from the evi-

dence, in fact, it is admitted by counsel for appellant

that the main Denivelle contract ivas completed ''early

in 1910" and that the work done around the map spaces

or in the map spaces was a subsequent contract upon

which not only Denivelle, but other plastering contrac-

tors, submitted bids.

At page 25 of appellant's reply brief, there is a head-

ing, ''Careless Disregard of Facts" and an attempt is

made to show that the defendant-appellees' main brief

fixes certain dates in connection with certain work done

both by Denivelle and others, which are incorrect.

Whether they are incorrect or not depends upon whether

public use or sale or offer for sale dates from the time a

house or building is actually completed and open to use

by the public, or dedicated (as in the case of the Mem-
orial Library at Cambridge) ; or whether you consider

the date when the contract was signed and work begun

;

or when a pa^onent for partial performance is made,

indicating a satisfactory completion of a portion of the

work in accordance with the contract. Counsel for

appellant points out that our statements quoted con-

cerning MacGruer & Simpson's work on Machinery

Hall, are erroneous. We point out that either Whipple

or Cook—we think it was Whipple—testified that when
he got out to California, he found MacGruer & Simpson"
'
' doing Machinery Hall. '

'

Insofar as the McNulty sample installed in the Penn-

sylvania Station is concerned, we submit that it is im-

material whether or not it was left in place. Some of

the witnesses thought it had been left in place; others
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were not certain whether it had been or not; others

thought it had been removed.

As to whether or not the payment by Denivelle of

$200 each, to the unsuccessful bidders, can be regarded

as a payment for the samples which were made and

submitted and therefor a sale more than two years be-

fore application, is not important. We simply make the

suggestion that Denivelle and the other contractors

understood that they were to pay the unsuccessful

bidders each $200 as a partial compensation for the

work done in manufacturing the samples submitted with

their bids.

We have already herein discussed sufficiently, we be-

lieve, the various imitation travertine jobs done by

Denivelle. Whether the dates which we give, as quoted

at page 28 of appellant's reply brief, are those which

should be accepted or not depends upon whether the

date of accepting the contract and beginning the work

should be adopted, or the date when the building was

completely finished and occupied.

At page 35 of appellant's reply brief, there is a head-

ing, ** Denivelle 's Early Process Underwent Constant

Change." To that we ask—If that be true how can it

be material? It is only important to note that accord-

ing to Denivelle, the Penssylvania Station job was an

exemplification and embodiment of the invention, if

there be invention, of his patent here in suit. And it

was proven and is conceded by appellant's counsel, who
referred to it at least three times during his argument

before this Honorable Court, that his job was com-

pleted ''early in 1910." This being so, it is quite im-

material that he made changes as he went along. The

final job, completed early in 1910, was more than five

years before he filed his application for this patent in

suit I
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There is a reference made to MacGruer's testimony

at page 36 of appellant's brief in reply, wherein he, re-

ferring to the Exposition work, says that it was very

much of an experiment with Denivelle because Deni-

velle had never used plaster before. The Exposition

work was a plaster job whereas the imitation traver-

tine work of the Pennsylvania Station was a cement job,

and it is insisted by Denivelle that it was not only a

cement job, but a particular kind of cement. We fail

to see how this plastering job of the Exposition Build-

ings or the making of colored staff punched full of

holes, can in any way show that Denivelle 's Pennsyl-

vania Station job was an experiment.

Root V. Third Avenue.

At page 38 of appellant's reply brief, counsel makes

an effort to show that the case of Root v. Third Avenue
had been considered and disposed of by this court in

the previous Ceriat case, in an alleged petition for a

rehearing. Whether there was a petition for rehear-

ing in the Ceriat case we do not know, but we feel quite

sure that if this Honorable Court will now read the

case of Root v. Third Avenue, in connection with the

new evidence submitted by the various witnesses ex-

amined on behalf of the defendants in New York and

elsewhere, it will come to the conclusion that the circum-

stances in both cases are substantially parallel.

Denivelle*s 1913 Application for a Different Invention.

At page 39 of appellant's reply brief, it is again

argued that the Denivelle abandoned application filed

August, 1913, was sufficient to rebut the inference of

abandonment. We think that we have sufficiently dis-

cussed this previous application of Denivelle in our
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TEkstm brief, but we again point out that the certified

copy of that application which in this case for the first

time appears as an exhibit before this Honorable Court,

fails to show any thought on the part of Denivelle, of

procuring a patent for an imitation stone luith a sur-

face provided with pockets or so-called voids. So far

as that application is concerned, the Patent Ofiice re-

ceived no information that Denivelle had made an imi-

tation of stone having in its surface pockets or voids,

and it is the presence of these pockets or voids which

makes the imitation of travertine, because this feature

is the characteristic feature of travertine stone. Not

only is this sufficient to render that application a nullity

insofar as showing any attempt on the part of Denivelle

to procure a patent for the subject matter of the patent

here in suit, but even if the contention of appellant's

counsel is true, it would be insufficient for the reason

that the proof here shows, and it is admitted, that Deni-

velle completed his contract in the Pennsylvania Sta-

tion "early in 1910," and that abandoned application

was not filed until August, 1913, more than three years

after the completion of the Pennsylvania Station con-

tract.

Prior Patents.

As to prior art patents, the court may not find it

necessary to give them any attention at all. However,

we contend that these prior art patents show sufficient

of the prior art to make it extremely doubtful whether

there was any patentable novelty in the Denivelle patent

here at issue. Our suggestion that the court may be

inclined to disregard these foreign patents, and the de-

fense of lack of novelty and lack of invention based

thereon, is predicated upon the assumption that this
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court will have come to the conclusion that we have es-

tablished beyond a reasonable doubt that Denivelle,

more than two years before he filed his application for

the patent here in suit, made a public use and sale of

the subject matter thereof, or an offer to sell, followed

almost immediately by the completion of the job, and

whether this is true or not depends upon whether the

Pennsylvania Station job can be regarded as "a true

experiment/' and as to that we ask this court to give

careful consideration to the testimony of the witnesses

in this case, and the documentary evidence which was
not in the prior Ceriat case.

As to Infringement.

This defense is a real defense. Counsel for appellant

again argues, beginning at page 44 of appellant's reply

brief, that the defendant-appellee's calcium carbide is a

"loose, lumpy material" and therefore responds liter-

ally to the language of the claims. But these claims,

as this Honorable Court knows, must be interpreted

with reference to the specification and drawings. In

the specification of the Denivelle patent it clearly ap-

pears what this loose, lumpy material is. As sug-

gested in the cross-examination of Denivelle, the term

''loose, lumpy material" would apply to hard pebbles

quite as well as it would apply to granules of calcium

carbide. But if hard pebbles were used in the process

of the Denivelle patent the resultant product would be

a piece of concrete with the pebbles embedded in its face,

in no wise resembling travertine.

In the defendant-appellee's process the loose, lumpy
semi-dry cementitious material, such as described in

the specification of the Denivelle patent, is not em-

ployed at all. The calcium carbide granules as used by
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the defendants-appellees act chemically to produce the

pockets or voids. It is an entirely different process,

for which Delaney, (the defendant-appellee's foreman)

received a patent. It produces pockets and voids,

but not in that manner which is so carefully pointed out

in the specification of the Denivelle patent. This is a

fact w^hich the self-serving declarations of Denivelle,

quoted at page 47 of appellant's reply brief, are in-

sufficient to controvert.

We note that counsel warns this Honorable Court

not to accept the specimen of white Plaster of Paris

which was displayed to the court, and which constitutes

one of the defendant-appellees' exhibits, as a specimen

made according to the process employed by the defend-

ants in the Biltmore job. We have never contended

that it was, or that it was intended to show how the

defendants made their imitation travertine in the Bilt-

more job. It was made in the presence of the court at

the trial in the court below, and was done simply to

show to the court the action of the calcium carbide

and moist Plaster of Paris or other cementitious ma-

terial in the formation of the pockets or voids.

Conclusion.

In conclusion counsel for the plaintiff-appellant prac-

tically asks this court to adhere to its previous deci-

sion concerning the experimental character of Deni-

velle 's Pennsylvania Station job, even though the new
evidence submitted shows to the contrary. We do not

believe that this court will endorse this suggestion of

counsel for plaintiff-appellant. We feel confident that

this court appreciates that in the present record it has

a very different presentation of the facts and the res

gestae of the Pennsylvania Station job. It does not
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in this case have to rely solely upon Denivelle's self-

serving testimony that that job was an experiment.

It is again submitted with all deference to the pre-

viously expressed opinion of this Honorable Court,

that the Denivelle patent is absolutely invalid, and we
trust that the court will come to the same conclusion and
dispose of the entire patent rather than to merely affirm

the decree of the court below as to the specific claims

therein mentioned. We suggest this in order that the

plaintiff may not again use this patent in unwarranted
attacks and as a basis for vexatious and expensive

litigation.

Respectfully submitted,

T. Hakt Anderson,
Of Counsel for Defendant-Appellees.

MuNN, Anderson & Munn of New York, N. Y.,

Of Counsel for Defendant-Appellees.




